Docket No. 17120FWCCON6 (AP) 6 
Serial No. 10/621, 195 

REMARKS 

The Examiner has rejected Claims 1 and 3-7 under 35 USC 102(e), as anticipated 
by Stjernshantz et al (US Patent No. 5,422,369.) In particular, the Examiner refers to 
Examples 15 and 16 and the Abstract to support her rejection of the pending claims for 
lack of novelty. However, a careful reading of the cited sections will show that there is 
no disclosure of one of the limitations of the pending claims. That is, in all of the claims 
the variable R is limited to a substituted heterocyclic radical. The reference, as cited, 
does not disclose this limitation per se. Also, in each example of the compounds 
disclosed for use in the method of treating glaucoma or ocular hypertension disclosed in 
the reference the relevant heterocyclic substituent is unsubstituted. (See, for example, 
Examples 15 and 16, as cited by the Examiner, wherein the relevant group is an 
unsubstituted thienyl.) This may be contrasted with the phenyl group, which the 
patentees show as equivalent to their aromatic heterocyclic group, wherein, in the 
examples, the phenyl is clearly disclosed as substituted with methoxy, butyl, 
trifluoromethyl, methyl or fluoro. (See Column 4, lines 19-51.) 

Any disclosure that regards substituted aromatic heterocyclic groups must be 
regarded as speculative, as there is no per se disclosure of substituted heterocyclics nor 
any examples of such. 
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The Examiner has also stated that "the use of a pharmaceutical composition in a 
container is the inherent property of such composition. This comment is believed to be 
directed at claim 3 only, since this is the only claim having the limitation that the 
pharmaceutical composition utilized in the method of the invention is in a container for 
metered dosing. However, this claim is dependent on claim 1 and like all of the other 
claims has the above-discussed limitation that R is a substituted heterocyclic radical. 
Therefore, this claim is patentable for the same reasons as discussed above. 

The Examiner is requested to withdraw her rejection and pass the claims to issue. 

Please use Deposit Account 01-0885 for fees related to this submission. 
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Date: November 26, 2007 



J. B#an 



Robert , 
Reg. No. 25,806 

Law Offices of Walter A. Hackler 
2372 S.E. Bristol Street, Suite B 
Newport Beach, CA 92660-0755 
Tel: 949-851-1105 
Fax: 949-752-1925 



CERTIFICATE OF MAILING 
I HEREBY CERTIFY THAT THIS TRANSMITTAL IS BEING DEPOSITED WITH THE UNITED STATES 
POSTAL SERVICE WITH SUFFICIENT POSTAGE FOR FIRST CLASS MAIL IN AN ENVELOPE 
ADDRESSED TO: MAIL STOP AMENDMENT-FEE, COMMISSIONER FOR PATENTS, P.O. BOX 1450, 
ALEXANDRIA, VA ,22313-1450 ON THE DATE INDICATED BELOW. DEPOSITOR'S NAME: 



Signature: J 7? P^ 1 ^ Date: November 26, 2007 



